AMENDMENT UNDER 37 C.F.R. § 1.111 
Application No.: 10/567,567 



Attorney Docket No. : Q8 1 294 



REMARKS 

After entry of this Amendment, claims 1-49 will be all the claims pending in the 
application. 

Claims 1, 8 and 13 have been amended. Claims 40-49 are new. 

Support for the amendments to claims 1, 8 and 13 may be found, e.g., in the specification 
at page 20, lines 3-15. Support for new claims 40-49 may be found, e.g., in the specification at 
page 20, lines 16-27. See also claims 2, 5, 7, 9, 10, 12 and 14. 

No new matter has been added. 

Entry of the above amendments is respectfully requested. 

I. Claim Rejections - 35 U.S.C. $ 1 12 

On page 2 of the Office Action, claims 1-7 and 13-17 are rejected under 35 U.S.C. § 1 12, 
second paragraph, as allegedly being indefinite. 

In response, Applicants attach herewith a document relating to plating technology and the 
partial English translation thereof. 

From the description at page 748 of the attached document, it is understood that "dull 
plating film" means a plating film which is poor in brilliance. From the description at pages 748 
and 75 1 of the attached document, the expression "dull composite plating film" is clearly 
understood. Accordingly, the term "dull" is a technical term of which one skilled in the art 
would understand the scope of the term. 

Withdrawal of the rejection is respectfully requested. 

II. Claim Rejections - 35 U.S.C. $ 102 

On page 4 of the Office Action, claims 1-12 are rejected under 35 U.S.C. § 102(b) as 
allegedly being anticipated by Greeson et al. (U.S. Patent 4,51 1,614). 
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In response, and while not agreeing that the rejection is correct, claims 1 and 8 have been 
amended to recite "subjecting said black film to a gas treatment with an inert gas." Applicants 
submit that Greeson et al. do not teach or suggest the step of subjecting the black film to a gas 
treatment with an inert gas, as required in present claims 1 and 8. Applicants submit that the 
substrate with black film of claims 1 and 8 exhibits unexpectedly superior properties (e.g., 
performance of the black plating film is enhanced) by this recited feature. See, page 20, lines 3- 
15. 

Further, Applicants submit that Greeson et al. do not teach or suggest that the black film 
is further subjected to a passivation treatment with a fluorine gas after the gas treatment, as 
required in new claims 40-42. Applicants submit that the substrate with black film of new 
claims 40-42 exhibits unexpectedly superior properties (e.g., the weather resistance and 
corrosion resistance of the black plating film is enhanced) by this recited feature. See, page 20, 
lines 16-23. 

Applicants submit that claims 2-7 and 9-12 are at least patentable over Greeson et al. by 
virtue of their dependency from claims 1 and 8, respectively. 
Withdrawal of the rejection is respectfully requested. 
III. Claim Rejections - 35 U.S.C. § 103 

On page 6 of the Office Action, claims 13-17 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Greeson et al. as applied to claims 1-12 above, and further in view of 
either Metzger et al. (U.S. Patent No. 3,753,667) or Itoh et al. (U.S. Patent No. 5,718,745). 

In response, and while not agreeing that the rejection is correct, claim 13 has been 
amended to recite "subjecting said black film to a gas treatment with an inert gas." 
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Applicants submit that Greeson et al. do not teach or suggest the step of subjecting the 
black film to a gas treatment with an inert gas, as required in present claim 13. Applicants 
submit that the substrate with black film of claim 13 exhibits unexpectedly superior properties 
(e.g., performance of the black plating film is enhanced) by this recited feature. See, page 20, 
lines 3-15. 

Further, Applicants submit that Greeson et al. do not teach or suggest that the black film 
is further subjected to a passivation treatment with a fluorine gas after the gas treatment, as 
required in new claims 40-42. Applicants submit that the substrate with black film of new 
claims 40-42 exhibits unexpectedly superior properties (e.g., the weather resistance and 
corrosion resistance of the black plating film is enhanced) by this recited feature. See, page 20, 
lines 16-23. 

Further still, Applicants submit that neither Metzger et al. or Itoh et al. make up for the 
deficiencies of Greeson et al. with respect to the features of present claim 13 (i.e., "subjecting 
said black film to a gas treatment with an inert gas") and new claims 40-42 (i.e., "subjecting the 
black film to a passivation treatment with a fluorine gas after the gas treatment") and therefore a 
prima facie case of obviousness has not been made because the cited documents do not teach 
each and every feature of the present invention. 

Applicants submit that claims 14-17 are at least patentable over the cited documents by 
virtue of their dependency from claim 13. 

Withdrawal of the rejection is respectfully requested. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
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Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 




Registration No. 51,822 



WASHINGTON I 



23373 



CUSTOMER] 



Date: September 4, 2009 
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English translation 

(Page 748) 
Dull finish 

It is a method for preparing a plating which is poor in 
brilliance . 

(Page 751) .' ■ 

Composite platings, composite coatings 

It is a plating of composite material having a dispersion 
phase such a fibrous form and a particle form. 

It is a metal plating comprising an eutectoid metal or 
an eutectoid nonmetallic substance. 

(Colophon) 

Plating technology guidebook 



1987 (S62) .12.16 Publication 



